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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Grahamv. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-14, 16-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heimann et al. (Heimann), U.S. 2003/0178317 in view of Inoue, U.S. Patent 
4,711709 or Takahashi, U.S. Patent 4,515 # 674. 

The Heimann patent discloses the claimed method and apparatus for 
electrolytically treating a metal surface, wherein the reference discloses the 
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electrochemical cell having anode and cathode chamber and the electrolyte from 
which the cathodic deposition of the silica compound is deposited, said electrolyte 
containing the lubricant and the other claimed additives (see pages 6-9). 

The reference fails to disclose the use of a membrane to separate the 
electrode chambers. The Takahasi patent is cited to teach it is known in the art 
that a membrane prevents the mingling of the electrolytes between the anode and 
cathode and produces an improvement of a better coating (see col. 9, lines 25-39). 

The Inoue patent likewise discloses the improvement obtained using a 
membrane to separate the electrodes as claimed (see col. 1, line 60 to coL 3, line 
40). 

Consequently, the invention as a whole would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the 
disclosure of the Heimann paten to obtain the benefits disclosed in the secondary 
references, because the Takahasi patent teaches that a membrane allows for an 
uncontaminated coating and the Inoue patent teaches the other improvements 
provided by the use of a membrane. 
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Claims 15 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heimann in view of Inoue or Takahashi as applied to claims above, and further 
in view of Higginbottom et al. (Higginbottom), U.S. Patent 4,557,979. 

The prior combination of references fails to disclose the use of one or more 
catechol resorcinol or hydroxyquinone. The Higginbottom patent is cited to show 
the use of the additives, such as the claimed catechol, resorcinol or 
hydroxyquinone in electrophoresis (see col. 4, lines 61-64). 

Therefore, the invention as a whole would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the 
disclosure of the Heimann to use additives, such as claimed, because the 
Higginbottom patent teaches the use of such an additive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Arun S. Phasge whose telephone number is 
(571) 272-1345. The examiner can normally be reached on MONDAY-THURSDAY, 
7:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nam X. Nguyen can be reached on (571) 272-1342. The fax 
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phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. /-X [ ^\ 
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Primary Examiner 
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